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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 10, 2008 has been entered. 

Status of Claims 

2. Claims 1-21 are currently under examination wherein claims 1 and 12-14 have 
been amended in applicant's amendment filed on November 10, 2008. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1-6, 8-18, 20 and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Schuize (US 4,561,947). 

With respect to claim 1, 10, and 12-14, Schuize ('947) discloses a method for 
extracting a precious metal from an ore comprising: treating the ore with an oxidant in 
the presence of a solvent (i.e. a liquid phase recovery as claimed in the instant claim 
13) and a reducing agent, whereby the oxidant and the reducing agent react to generate 
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reaction products that oxidize or fornn connplexes with the metal, thereby extracting the 
metal from the ore, wherein the metal compounds dissolve In the liquid phase as 
claimed In the Instant claim 12 and the method Is performed In an environment where 
agents forming complexes with the metal are selected from the group consisting of the 
ore, the oxidant, the solvent , the reducing agent and products of their reactions as 
claimed in the instant claims 1 and 12-14 (col. 2, lines 1-13). Schuize ('947) further 
discloses that adding thiourea would reduce the leaching time and Increase the yield 
because noble metals are brought Into solution especially quickly In the form of 
complexes (col. 1 , line 65 to col. 2 line 13). This teaching of Schuize ('947), however, 
has not been relied upon to establish the ground(s) of the rejection. Schuize ('947) does 
not disclose that the reaction products of the oxidant and the reducing agent Include 
additional oxidizing agents (e.g. radicals) as claimed In the Instant claims 10 and 12-14. 
However, it has been well held where the claimed and prior art products are identical or 
substantially identical In structure or composition, or are produced by identical or 
substantially Identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 
433 (CCPA 1977), MPEP 2112.01 [R-3] I. In the Instant case, the claimed and Schuize 
('947)'s solutions are identical or substantially Identical in composition and are produced 
by identical or substantially Identical processes. Therefore, the solution of Schuize 
('947) anticipates the claimed solution. The same additional oxidizing agents Including 
radicals would be expected In the solution of Schuize ('947)' as In the claimed solution. 
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With respect to claims 2-4, 15 and 16, Schuize ('947) discloses that the ore 
Includes "problem ores" (I.e. the robust minerals as claimed), a carbonaceous 
component and more than one nonferrous, rare or precious metals (col. 2, lines 14-32). 

With respect to claims 5 and 17, Schuize ('947) discloses that the metal 
comprises gold (col. 5, lines 28-30). 

With respect to claims 6 and 18, Schuize ('947) discloses that the solvent is 
acidic (abstract). 

With respect to claims 8, 9, 20 and 21 , Schuize ('947) discloses that the oxidant 
comprises chlorates and the reducing agent comprises sulfites (col. 2, lines 44-50). 

With respect to claim 1 1 , Schuize ('947) does not disclose the claimed features. 
However It would be Inherent that the reaction products of Schuize ('947) are capable of 
oxidizing more than one nonferrous, rare or precious metal as claimed because the 
reaction products of Schuize ('947) would be the same as the reaction products of the 
instant invention as discussed In the paragraphs above. 

Claim Rejections - 35 USC § 103 

The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 7 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schuize ('947). 

The teaching of Schuize ('947) was discussed In the paragraph 3 above. 
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With respect to claims 7 and 19, Schuize ('947) does not disclose that the solvent 
is a hydrochloric acid solution as claimed. However, Schuize ('947) discloses recovering 
precious metals from ores containing them by treatments in an aqueous acidic medium I 
the presence of an oxidant and a reducing agent (col. 2, lines 1-7) without limiting the 
type of acidic solution to be used. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the hydrochloric acid 
solution as claimed with expected success, because Schuize ('947) discloses the same 
utility over different types of acidic solutions. See MPEP 2144.05 I. 

Response to Arguments 
5. The applicant's arguments filed on November 10, 2008 have been fully 
considered but they are not persuasive. 

The applicant argues that Schuize ('947) depends on the presence of thiourea as 
a complexing agent, which is a critical element of Schuize ('947)'s method; and the 
method of Schuize ('947) will never work without the presence of thiourea. In response, 
see the new ground of rejection in the paragraph 3 above. The examiner notes that 
Schuize ('947) discloses treating the ore with oxygen-containing oxidants such as ferric 
salts , chlorine, peroxides, nitrates and chlorates in the presence of a solvent and a 
reduction agent (col. 2, lines 1-7 and 44-64), which inherently meet the claim limitations 
in the instant claims 1 and 12-14. Schuize ('947) further discloses that the use of 
thiourea is preferred in order to reduce the leaching time and increase the yield (col. 1 , 
line 65 to col. 2 line 13). The method of Schuize ('947) would inherently work without the 



Application/Control Number: 10/540,362 Page 6 

Art Unit: 1793 

presence of thiourea in recovering noble metals from ores, only with a longer leaching 
time and a reduced yield. 

Conclusion 

6. This Office action is made non-final. Any inquiry concerning this communication 
or earlier communications from the examiner should be directed to Weiping Zhu whose 
telephone number Is 571-272-6725. The examiner can normally be reached on 8:30- 
16:30 Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 
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